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DETAILED ACTION 

1 . Applicant's election with traverse of claims 1 -1 9 in the reply filed on 6/24/05 is 
acknowledged. The traversal is on the ground(s) that claims 1-19 (Group 1) and claims 
20-28 (Group 11) relate to a system for measuring circuit characteristics and a method 
for performing the measurements. Method claim 20 includes a providing step that 
essentially provides the system, as recited in claim 1. It is respectfully submitted that 
serious burden would not be placed on the Examiner to search the common subject and 
examine both Group I and Group 11 claims together, obviating the need for restriction. 
This is not found persuasive because the apparatus claims 1-19 are directed to a 
system for measuring circuits on an integrated circuit with a power transfer device which 
comprises an inductor coil, a photo sensor, a photodiode, a laser and a capacitor which 
are not recited in the method claims 20-28. Whereas the claims 20-28 are directed to a 
method for contactless measurement of a circuit characteristic comprising a switching 

mask plates to alter the characteristic value and a database for storing the 

i 

measurements which are not recited in the apparatus claims 1-19. Therefore, the 
apparatus claims 1-19 and method claims 20-28 are different inventions. The search 
required for the apparatus claims 1-19 is not required for the method claims 20-28 and 
the search required for the method claims 20-28 is not required for the apparatus claims 
1-19. The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 
f 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2, 8-10 and|16-19 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Kantz et al m Patent No. 2001/0043078. 

I 

With respect to claim 1 , Kantz et al ('078) disclose a system for measuring 
circuits on an integrated circuit substrate(see Figs. 1-5) as claimed, comprising: 

a measurement circuit ( Built-in self-test (BIST) 2) formed on the integrated circuit 
substrate which measures at least one characteristic (functionality of the normal 
memory cell) of an integrated circuit ( chip 1), 

the measurement circuit ( 2) comprising a power transfer device including a 
power transfer component ( voltage detector or current detector 6), which receives 
energy from a source (energy source 30) where the source (30) does not make physical 
contact with the integrated circuit substrate (1) to transfer power to the measurement 
circuit (2) (see page 4, paragraph (0045) "a solar cell 30, which can generate the 
operating current 1B on the semiconductor chip 1 by optical radiation 31 is fed in 
contactlesslv "). 

With respect to claim 2, Kantz et al ('078) disclose (see Fig. 4) that the integrated 
circuit substrate includes a chip (1) formed on a semiconductor wafer (10). 

With respect to claim 10, Kantz et al ('078) disclose a system (see Figs. 1-5) for 
measuring circuits on an integrated circuit substrate, comprising: 

a semiconductor wafer (10) including a plurality of chips (1); 
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a measurement circuit (2) formed on at least one of the chips, the measurement 
circuit measures at least one characteristic (functionality of the normal memory cell) of 
an integrated circuit, 

the measurement circuit (2) including a power transfer component which 
receives energy from a source (energy source 30) where the source does not make 
physical contact with the semiconductor wafer (1 0) to transfer power to the 
measurement circuit (2) (see page 4, paragraph (045) "a solar cell 30, which can 
generate the operating current 1B on the semiconductor chip 1 by optical radiation 31 is 
fed in contactlesslv "); and 

a test device ( 3) including the source (30) , which delivers energy to the power 
transfer component (6) of the measurement circuit. 

With respect to claims 8 and 16, Kantz et al ('078) disclose that the measuring 
circuit (2) includes a control circuit (6) , which conveys measurement information (see 
page 4, paragraph (0041), last three lines " for the purpose of initiating a function test of 
account of a detected characteristic voltage sequence or current sequence"). 

With respect to claims 9 and 19, Kantz et al ('078) disclose that at least one 
characteristic includes circuit response (see page 4, paragraph (0039), last five lines). 

With respect to claims 17 and 18, Kantz et al ('078) disclose that the test device 

includes a thin film dielectric membrane (see Fig. 5A, 12) having the source (30) 

A 

mounted thereon and includes a probe ring (a support for the thin film dielectric 
membrane (12)(s|e page I, paragraph (0048)). 

Therefore jKantz etal ('078) anticipate the claimed invention. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 3 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kantz et al ('078) in view of Fischer et al US Patent No. 6,787,801 . 

Kantz et al ('078) do not disclose that the measurement circuit (2) is formed in a 
kerf area of the chip (1). 

Fischer et al ('801) disclose a system for measuring circuits on an integrated 
circuit substrate comprising a measurement circuit (3) and exclusively teach that the 
measurement circuit (3) is formed in a kerf area (4) of the chip (1). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to incorporate the feature of having measurement 
circuit formed in the kerf area of the chip as taught by Fischer et al ('801) into Kantz et 
al ('078) 's system so that Kantz et al ('078)'s measurement circuit (2) would be formed 
in the kerf area of the chip (1) for the expected benefit of providing an improved wafer 
design for testing integrated circuits on the wafer as disclosed by Fischer et al ('801 ) 
(see C0I. 2, lines J15-46). 4 

4. Claims 4 and 12 aj& rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kantz et al ('078) in view of Cheng et al US Patent No. 6,906,495. 

\ 
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Kantz et al ('078) do not disclose that the power transfer device (6) includes an 

inductor coil and ihe source (30) transfers energy via inductive coupling. 

j 

Cheng et al ('495) disclose a system for transferring power and exclusively teach 
that a power transfer device includes an inductor coil (see Figs 6a-6f) and a source 
(power supply 760) transfers energy via inductive coupling (see Fig. 5 and Col. 16, 
lines 37-54). 

Therefore, it would have been obvious, to one of ordinary skill in the art at the 
time the claimed invention was made to incorporate the teaching of transferring energy 
via inductive coupling as taught by Cheng et al ('495) into Kantz et al ('078) 's system 

for the expected benefit of providing a system for transferring power without requiring 

t 

direct electrical conductivejcontacts as disclosed by Cheng et al ('495) (see Col. 4, lines 
31-33). J m 

5. Claims 5 aid 13 aSrejected under 35 U.S.C. 103(a) as being unpatentable over 
Kantz et al ('078^pv view if Hirt US Patent No. 6,686,760. 

Kantz et alf('078) do not disclose that the power transfer device (6) includes a 
photo sensor and the source (30) transfers energy via light. 

Hirt (760) discloses a photosensor for testing an integrated circuit (see Fig. 2) 
and exclusively teach that a power transfer device includes photo sensor (see Fig. 2) 
and the source (see Fig. 9, 306) transfers energy via light (see Col. 5, lines 46-47). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to incorporate the teaching of transferring energy 
via light as taught by Hirt (760) into Kantz et al ('078) 's system for the expected benefit 
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of providing a system for contactless testing which allows for fast and reliable testing as 

i. 

disclosed by Hirt (760) (see Col. 2, lines 4-5). 

! * 

6. Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kantz et al ('078)|n view qf Hirt (760) as applied to claims 1 , 5, 10 and 13 above, and 
further in view of Cook et al US Publication No. 2002/0047722. 

Kantz et af('078) i| view of Hirt (760) do not disclose that the photo sensor 
includes a photodiode and that the source includes a laser. 

Cook et al (722) disclose a contact-less probe of semiconductor wafers (see 
Figs 1 and 5) and exclusively teach a power transfer component includes photodiode 
(10) and a source (14) includes a laser (see page 3, paragraph (0046), line 6 " optical 
power source, such as a laser"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to incorporate the teaching of photodiedo and 
laser as taught by Cook et al (722) into Kantz et al ('078) 's system for the expected 
benefit of providing a testing devices which do not contact the device under test (DUT) 
as disclosed by Cook et al (722) (see page 1, paragraph (0002)). 

7. Claims 7and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kantz et al ('078) in view of Cook et al US Publication No. 2002/0047722. 

Kantz et al ('078) do not disclose that the power transfer device includes a 
capacitor and the source transfers energy via capacitor coupling. 

Cook et al (722) disclose a contact-less probe of semiconductor wafers (see 
Figs 1 and 5) and exclusively teach a power transfer component includes capacitor (see 



1 
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Fig. 5, 54) and the source transfers energy via capacitor coupling (see page 3, 
paragraph (0045)). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to incorporate the teaching of photodiedo and 
laser as taught by Cook et al (722) into Kantz et al ('078) 's system for the expected 
benefit of providing a testing devices which do not contact the device under test (DUT) 
as disclosed by Cook et al (722) (see page 1, paragraph (0002)). 
8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Moore US Publication No. 2003/0146771 discloses an apparatus for the wireless 
or contactless testing of integrated circuits and wafers. 

White et al US Patent No. 6,331,782 disclose an apparatus (see Figs 1-9) for 
wireless or contactless testing of integrated circuits. 

Jennilng et al US Patent No. 4,697,183 disclose a means for non-contacting 
signal and energy transmission. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Emily Y. Chan whose telephone number is 571-272- 
I f 

1956. The examiner can normally be reached on 8:30-5:30. 
1 j 

If attempts to reach'the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nestor Ramirez can be reached on 571-272-2034. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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